






































































































































































































































































































































































































































rights has an affirmative duty to exercise due care to determine
whether his or her acts will be infringing. This duty includes the
duty to seek and follow competent legal advice before beginning
activities that may constitute patent infringement. According to a
study by Prof. Kimberly A. Moore of George Mason School of

Law, willfulness is pleaded 92.7% of time.

Avoiding Triple Damages

To avoid an infringement lawsuit for a new product (and

possibility of triple damages for willful infringement), a party

should:

* Perform a Clearance Search after the design, but before the
production

¢ In some situations, perform a State-of-the-Art Search for an
entire product line to understand the “patent landscape”, and

¢ Obtain a Clearance Opinion on the potentially problematic

patents from a registered patent attorney.

Options of the Accused Infringer

The accused infringer in a patent infringement lawsuit typically
has three options: (1) prove that the product omits an element of
the claims; (2) invalidate the patent by proving the invention was
either not novel or was obvious in light of the prior art; or (3)
obtain permission from the patent owner through a license and
royalty agreement. The accused infringer may be able to limit the
damages and remedies owed to the patent holder if the accused
ceases the manufacturing and selling of the product, or modifies

the product to omit an element of the claims, which is also called
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“designing around the patent.” If these three options have been
exhausted, the accused infringer may consider buying another
issued patent that the patent owner, in their manufacturing or
sale of their own products, infringes. This can often lead to a
cross-licensing arrangement instead of a full-blown patent

infringement lawsuit.

How to Design Around a Problematic
Patent

When an infringement analysis has been conducted and the

results are unfavorable, the process of designing around the
problematic patent may result in the avoidance of an
infringement. Although the process of designing around a
problematic patent is far easier to explain than to execute, the

process generally includes the following four steps:

(1) Interpret each of the elements of the independent claims
using the above teachings and focusing on the independent
claims. Mark the elements that were amended during
prosecution because these elements might not be given the
benefit of the doctrine of equivalents.

(2) Identify the elements of the claims that absolutely must be
included in your product or service by paying careful
attention to every word. If there are no remaining elements,
return to step (1) and try again.

(3) From the remaining elements, identify an element that is
common belween the independent claims. If this is not

possible, identify as few elements as possible amongst the
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various independent claims. Give precedent to the marked
elements that were amended during prosecution.

(4) Modify your product or process so that your product or
process completely omits the element. If the element was not
amended during prosecution, ensure that your product or
process does not perform substantially the same function in
substantially the same way to obtain the same result as the

element.
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Chapter Seven
Who Owns the Patent Application?
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Who Is an Inventor?

Introduction

An error in inventorship (e.g., listing the wrong inventors or
listing too few or too many inventors) that occurs without
deceptive intent can be corrected. However, an error in
inventorship that occurs with deceptive intent can lead to the
invalidation of the entire patent. For this reason, understanding
who should be named as an inventor is an important aspect of
the patent application process. The following section includes a

court decision on inventorship issues.

According to the patent laws, a person is not entitled to a patent
if he did not himself invent the subject matter sought to be
patented. See 35 U.S.C. §102. The inventor of patent application
is the individual (not a corporation), who conceived of the
invention in the claims. Conception has been characterized as
“the complete performance of the mental part of the inventive
act” and it is “the formation in the mind of the inventor of a
definite and permanent idea of the complete and operative
invention as it is thereafter to be applied in practice....” See
Townsend v. Smith (CCPA 1930).

As technologies become more advanced, it often takes a team of
inventors to conceive of the “complete and operative invention.”
Commonly, more than one individual has conceived of the
invention to be patented; each of these individuals should be
listed as an inventor. Multiple inventors on a patent application

are known as joint inventors. “Inventors may apply for a patent



jointly even though (1) they did not physically work together or at
the same time, (2) each did not make the same type or amount of
contribution, or (3) each did not make a contribution to the
subject matter of every claim of the patent.” 35 U.S.C. 116.
Therefore, each inventor listed may have worked at different
times in different locations, they may make contributions to the
invention that differ in scope or investment of time and
resources, and they also may contribute to only one or more

claims in the application.

Case Law
This section includes an excerpt from the 1998 Federal Circuit
case of Ethicon Inc. v. U.S. Surgical Corp. that explains and

applies the inventorship test.

Ethicon Inc. v. U.S. Surgical Corp. (Fed. Cir. 1998)
Circuit Judge Rader for the court:

I. BACKGROUND

U.S. Patent No. 4,535,773 (the *773 patent) relates to trocars, an
essential tool for endoscopic surgery. A trocar is a surgical
instrument which makes small incisions in the wall of a body
cavity, often the abdomen, to admit endoscopic instruments.
Trocars include a shaft within an outer sleeve. One end of the
shaft has a sharp blade. At the outset of surgery, the surgeon uses
the blade to puncture the wall and extend the trocar into the

cavity. The surgeon then removes the shaft, leaving the hollow



outer sleeve, through which the surgeon may insert tiny cameras

and surgical instruments for the operation.

Conventional trocars, however, pose a risk of damage to internal
organs or structures. As the trocar blade punctures the cavity
wall, the sudden loss of resistance can cause the blade to lunge
forward and injure an internal organ. The ‘773 patent claims a
trocar that alleviates this danger. In one embodiment, the
invention equips the trocar with a blunt, spring-loaded rod. As
the trocar pierces the cavity wall, the rod automatically springs
forward to precede the blade and shield against injury. A second
embodiment has a retractable trocar blade that springs back into
a protective sheath when it passes through the cavity wall. The
patent also teaches the use of an electronic sensor in the end of

the blade to signal the surgeon at the moment of puncture.

Yoon is a medical doctor and inventor of numerous patented
devices for endoscopic surgery. In the late 1970s, Yoon began to
conceive of a safety device to prevent accidental injury during
trocar incisions. Yoon also conceived of a device to alert the
surgeon when the incision was complete. In 1980, Yoon met

Choi, an electronics technician, who had some college training in
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physics, chemistry, and electrical engineering, but no college
degree. Choi had worked in the research and development of
electronic devices. After Choi had demonstrated to Yoon some of
the devices he had developed, Yoon asked Choi to work with him
on several projects, including one for safety trocars. Choi was not

paid for his work.

In 1982, after collaborating for approximately eighteen months,
their relationship ended. Choi believed that Yoon found his work
unsatisfactory and unlikely to produce any marketable product.
For these reasons, Choi withdrew from cooperation with Yoon.
In the same year, however, Yoon filed an application for a patent
disclosing various embodiments of a safety trocar. Without
informing Choi, Yoon named himself as the sole inventor. In
1985, the Patent and Trademark Office issued the “773 patent to
Yoon, with fifty-five claims. Yoon thereafter granted an exclusive
license under this patent to Ethicon. Yoon did not inform Choi of

the patent application or issuance.

In 1989, Ethicon filed suit against U.S. Surgical for infringement
of claims 34 and 50 of the ‘773 patent. In 1992, while this suit
was still pending, U.S. Surgical became aware of Choi, and
contacted him regarding his involvement in Yoon's safety trocar
project. When Choi confirmed his role in the safety trocar
project, U.S. Surgical obtained from Choi a “retroactive license”
to practice “Choi’s trocar related inventions.” Under the license,
Choi agreed to assist U.S. Surgical in any suit regarding the ‘773
patent. For its part, U.S. Surgical agreed to pay Choi contingent

on its ultimate ability to continue to practice and market the
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invention. With the license in hand, U.S. Surgical moved to
correct inventorship of the ‘773 patent under 35 U.S.C. § 256,
claiming that Choi was a co-inventor of claims 23, 33, 46, and 47.
Following an extensive hearing, the district court granted U.S.
Surgical’s motion, finding that Choi had contributed to the

subject matter of claims 33 and 47.

U.S. Surgical next moved for dismissal of the infringement suit,
arguing that Choi, as a joint owner of the patent, had granted it a
valid license under the patent. By its terms, the license purported
to grant rights to use the patent extending retroactively back to
its issuance. The district court granted U.S. Surgical’s motion

and dismissed the suit.

II. CO-INVENTORSHIP

A patented invention may be the work of two or more joint
inventors. See 35 U.S.C. § 116 (1994). Because “[c]onception is
the touchstone of inventorship,” each joint inventor must
generally contribute to the conception of the invention.
“Conception is the ‘formation in the mind of the inventor, of a
definite and permanent idea of the complete and operative
invention, as it is hereafter to be applied in practice.”” An idea is
sufficiently “definite and permanent” when “only ordinary skill
would be necessary to reduce the invention to practice, without

extensive research or experimentation.”
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The conceived invention must include every feature of the
subject matter claimed in the patent. Nevertheless, for the
conception of a joint invention, each of the joint inventors need
not “make the same type or amount of contribution” to the
invention. 35 U.S.C. § 116. Rather, each needs to perform only a
part of the task which produces the invention. On the other hand,
one does not qualify as a joint inventor by merely assisting the
actual inventor after conception of the claimed invention. One
who simply provides the inventor with well-known principles or
explains the state of the art without ever having “a firm and
definite idea” of the claimed combination as a whole does not
qualify as a joint inventor. Moreover, depending on the scope of
a patent’s claims, one of ordinary skill in the art who simply
reduced the inventor’s idea to practice is not necessarily a joint
inventor, even if the specification discloses that embodiment to

satisfy the best mode requirement.

Furthermore, a co-inventor need not make a contribution to
every claim of a patent. See 35 U.S.C. § 116. A contribution to one
claim is enough. Thus, the critical question for joint conception is
who conceived, as that term is used in the patent law, the subject

matter of the claims at issue.

A. Claim 33
The district court determined that Choi contributed to the
conception of the subject matter of claim 33. Claim 33 (with

emphasis to highlight relevant elements) reads:

n
n



A surgical instrument for providing communication through an

anatomical organ structure, comprising:
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means having an abutment member and shaft longitudinally
accommodatable within an outer sleeve, longitudinal
movement of said shaft inside said sleeve being limited by
contact of said abutment member with said sleeve, said shaft
having a distal end with a distal blade surface tapering into a
sharp distal point, said distal blade surface being perforated
along one side by an aperture, for puncturing an anatomical
organ structure when subjected to force along the
longitudinal axis of said shaft;

means having a blunt distal bearing surface, slidably
extending through said aperture, for reciprocating through
said aperture while said abutment member is in stationary
contact with said sleeve;

means positionable between said puncturing means and said
reciprocating means for biasing a distal section of said
reciprocating means to protrude beyond said aperture and
permitting said distal section of said reciprocating means to
recede into said aperture when said bearing surface is subject
to force along its axis . . . ; and

means connectible to the proximal end of said puncturing
means for responding to longitudinal movement of said
reciprocating means relative to said puncturing means and
creating a sensible signal having one state upon recision of
said distal section of said reciprocating means into said
aperture and another state upon protrusion of said distal

section of said reciprocating means from said aperture.
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To determine whether Choi made a contribution to the
conception of the subject matter of claim 33, this court must
determine what Choi’s contribution was and then whether that
contribution’s role appears in the claimed invention. If Choi in
fact contributed to the invention defined by claim 33, he is a joint

inventor of that claim.

Figures 18 and 19 of the ‘773 patent illustrate an embodiment of
claim 33. These figures show a trocar blade with an aperture
through which a blunt rod can extend. When the trocar blade
penetrates the inner wall of a cavity, a spring releases the rod,
which juts out past the end of the trocar blade and prevents the
blade from cutting further. The embodiment also includes a
structure that gives the surgeon aural and visual signals when the

blade nears penetration.

The district court found that Yoon conceived of the use of a blunt
probe. However, the court found that Choi conceived of and
thereby contributed two features contained in the embodiment
shown in figures 18 and 19: first, Choi conceived of locating the
blunt probe in the trocar shaft and allowing it to pass through an
aperture in the blade surface; second, Choi conceived of the

“means . .. for ... creating a sensible signal.”

If Choi did indeed conceive of “locating the blunt probe in the
shaft and allowing it to pass through an aperture in the blade
surface,” he contributed to the subject matter of claim 33. Claim
33 requires that the “distal blade surface” be “perforated along

one side by an aperture” and requires the “shaft” to be
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“longitudinally accommodatable within [the] outer sleeve.”
Properly construed, claim 33 includes the elements that Choi
contributed to the invention according to the district court’s

findings.

In making this finding, the district court relied extensively on
Choi’s testimony. Choi testified that the idea of extending the
blunt probe through an aperture in the trocar blade itself was his
idea. To corroborate this testimony, Choi produced a series of
sketches he created while working with Yoon. One sketch shows
a probe inside the shaft of a trocar blade, extending through an

opening in the side of the end of the blade.

In sum, after full consideration of the relevant evidence, the
district court determined that Choi conceived part of the
invention recited in claim 33. This court detects no cause to

reverse this determination.

Based on the 1998 Federal Circuit case of Ethicon Inc. v. U.S.
Surgical Corp., the test for inventorship questions whether a
person has made an original contribution to the conception of at
least one of the claims in the patent application. Conception is
“the formation in the mind of the inventor, of a definite and
permanent idea of the complete and operative invention....” An
invention is complete and operative “only when the idea is so
clearly defined in the inventor’s mind that only ordinary skill
would be necessary to reduce the invention to practice, without

extensive research or experimentation.” Note that, under the
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inventorship test, a colleague, a supervisor, an outside expert, a
research assistant, or a technician, even though they may gather
essential data or construct a prototype of the invention, are not
inventors unless they contribute to the conception of the claimed

invention.

Contribution to a “claimed invention”

Both patent applications and issued patents typically have more
than one inventor and more than one claim. Therefore, patent
practitioners could, at the direction of their client, omit certain
claims in the patent application to remove the contribution of a
particular inventor. This would not only affect the inventorship
of the patent application; it could ultimately affect the ownership
of the patent application or issued patent, as discussed in the

next section.

Who Is the Owner?

Introduction

The inventors named on a patent application are the owners of
the patent application and any subsequent issued patent unless
they transfer their interest to another person or entity. Only the
inventors themselves, or those who receive interest from the
inventors, can own a patent or patent application. In reality,
while an employee generally owns their inventions when they are
conceived, this ownership is almost always immediately
transferred to their employer. The immediate transfer is based
on either: (1) an employment agreement that assigns all

inventions from the employee to the employer, or (2) case law
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that states when the employee is hired to invent a particular
invention or solve the particular problem of the invention, then
the invention is owned by the employer. See United States v.
Dubilier Condenser Corp. (1933). Inventors, who do not have an
obligation to transfer the ownership of their rights, continue to

be owner of the patent application.

According to the Patent Laws, “In the absence of any agreement
to the contrary, each of the joint owners of a patent may make,
use, offer to sell, or sell the patented invention ... without the
consent of and without accounting to the other owners” (35
U.S.C. 262). Note that each of the inventors has full rights (i.e.
100% of the patent rights divided by 3 inventors equals 3
inventors each with 100% of the patent rights). While a bizarre
result, this is very practical since it is very difficult to split up the
rights to an issued patent. After all, how would the inventors
divide the rights amongst themselves? Would the split be based
on intelligence, contribution, value, social impact, or another
factor? To avoid these difficult questions, the patent laws bend
mathematical rules and allow each of the inventors to have full
rights. In reality, this forces many inventors to establish

ownership rights prior to the filing of a patent application.

Case Law

The following section includes a court decision on ownership
issues. This section includes another excerpt from the 1998
Federal Circuit case of Ethicon Inc. v. U.S. Surgical Corp. that
specifically distinguishes between questions of patent ownership

and questions of inventorship.
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Ethicon Inc. v. U.S. Surgical Corp. (Fed. Cir. 1998)
Circuit Judge Rader for the court:

IV. SCOPE OF THE CHOI-U.S. SURGICAL LICENSE

In the context of joint inventorship, each co-inventor
presumptively owns a pro rata undivided interest in the entire
patent, no matter what their respective contributions. Several
provisions of the Patent Act combine to dictate this rule. 35
U.S.C. § 116 states that a joint inventor need not make a
contribution “to the subject matter of every claim of the patent.”
Section 261 continues to provide that “patents shall have the
attributes of personal property.” This provision suggests that
property rights, including ownership, attach to patents as a
whole, not individual claims. Moreover, section 262 continues to
speak of “joint owners of a patent,” not joint owners of a claim.
Thus, a joint inventor as to even one claim enjoys a presumption

of ownership in the entire patent.

This rule presents the prospect that a co-inventor of only one
claim might gain entitlement to ownership of a patent with
dozens of claims. As noted, the Patent Act accounts for that
occurrence: “Inventors may apply for a patent jointly even
though . . . each did not make a contribution to the subject
matter of every claim.” 35 U.S.C. § 116 (emphasis added). Thus,
where inventors choose to cooperate in the inventive process,
their joint inventions may become joint property without some
express agreement to the contrary. In this case, Yoon must now

effectively share with Choi ownership of all the claims, even
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those which he invented by himself. Thus, Choi had the power to

license rights in the entire patent.

V. RETROACTIVE LICENSURE

Ethicon argues that even if the license agreement is enforceable
as to the entire patent, it should still be allowed to proceed
against U.S. Surgical to recover damages for pre-license
infringement. This court agrees with Ethicon’s challenge to the
retroactive effect of Choi’s license, but must affirm the dismissal

of the case based on Choi’s refusal to join as plaintiff in the suit.

[TThe grant of a license by one co-owner cannot deprive the other
co-owner of the right to sue for accrued damages for past
infringement. That would require a release, not a license, and the
rights of a patent co-owner, absent agreement to the contrary, do
not extend to granting a release that would defeat an action by

other co-owners to recover damages for past infringement.

Thus, Choi’s “retroactive license” to U.S. Surgical attempts to
operate as the combination of a release and a prospective license.
Nonetheless Choi cannot release U.S. Surgical from its liability
for past accrued damages to Ethicon, only from liability to

himself.

As a matter of substantive patent law, all co-owners must
ordinarily consent to join as plaintiffs in an infringement suit.

Consequently, “one co-owner has the right to impede the other
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co-owner’s ability to sue infringers by refusing to voluntarily join

in such a suit.”

This rule finds support in section 262 of the Patent Act: “In the
absence of any agreement to the contrary, each of the joint
owners of a patent may make, use, offer to sell, or sell the
patented invention within the United States, or import the
patented invention into the United States, without the consent of
and without accounting to the other owners.” This freedom to
exploit the patent without a duty to account to other co-owners
also allows co-owners to freely license others to exploit the
patent without the consent of other co-owners. Thus, the
congressional policy expressed by section 262 is that patent co-

owners are “at the mercy of each other.”

Because Choi did not censent to an infringement suit against
U.S. Surgical and indeed can no longer consent due to his grant
of an exclusive license with its accompanying “right to sue,”
Ethicon’s complaint lacks the participation of a co-owner of the

patent. Accordingly, this court must order dismissal of this suit.

Comparison of Assignments and Licenses
Introduction to Assignments

As personal property, a patent may be sold, leased, mortgaged, or
bequeathed in a will. The patent laws provide for the transfer of a

patent, or of a patent application, by an instrument in writing
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(known as an “assignment”). An assignment transfers the entire
interest in a property from an assignor to an assignee. After the
assignment, the assignee becomes the owner of the patent and

has the same rights of the original owner.

The assignment of the interest in an issued patent or a patent
application should be promptly recorded with the USPTO.
According to 35 U.S.C. 261, “An assignment... shall be void as
against any subsequent purchaser or mortgagee... unless it is
recorded in the Patent and Trademark Office within three
months from its date or prior to the date of such subsequent

purchase or mortgage.”

Introduction to Licenses

The difference between assigning and licensing an invention is
similar to the difference between selling and renting a house. In a
license arrangement, the ownership of the patent does not

change.

Some reasons to license out patent rights include: generating
revenue, accessing the manufacturing or distribution channels of
another company, accessing the patent portfolio of another
company, accessing the future inventions or improvements by
another company, testing a market, avoiding waste of a by-
product, buying an equity interest in a company, settling a patent
dispute, and avoiding anti-trust or trade regulation problems.
Some reasons to license in patent rights include: settling a patent
dispute, supplementing or replacing research and development,

eliminating development and hastening response time,
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establishing a defensive legal position, and protecting a

competitive advantage.

A patent license may be limited by the anti-trust laws and by the
concept of patent misuse. The anti-trust laws state that patent
owners cannot improperly use their patent leverage to restrain
competition in a particular market. The concept of patent misuse
states that a patent owner cannot broaden the physical or
temporal scope of the patent grant to include, for example,
royalty payments after the patent expires or royalty payments
even if the patent is held invalid. See Brulotte v. Thys (Supreme
Court 1964) and Lear v. Adkins (Supreme Court 1969),

respectively.

In addition to the statutory limitations, a patent license may be
voluntarily limited by:

* Atime period (e.g., 3 years);

* A geographical location (e.g., only in California);

* Field-of-use (e.g., after-market only); or

*  Other provisions (e.g., sold only to certified doctors).

What right is granted in a license?

Patents rights include the right to exclude others from making,
using, selling, offering to sell, and importing the subject matter
of a claim. Accordingly, a license cannot grant the right to make
and sell a product because there is no such patent right. Further,
a license cannot grant to several companies the right to exclude

others from making using, selling, or importing at the same time
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because the companies themselves would be excluded. So, what
rights are included in a patent license? A patent license includes

the right not to be sued by the patent owner.

Inclusion of “Know-How”

Assignments and licenses for patent rights can also include an
assignment or license for trade secrets or “know-how.” By
including know-how in a patent license, the patent owner may
avoid the prohibition against patent misuse. In Aronson v.
Quickpoint (Supreme Court 1979), the license included a grant of
patent rights and know-how for a royalty of 5% if the patent
application issued, and of 2.5% if the patent application did not
issue within 5 years. No patent was ever issued. After 19 years,
the licensee sued to cease payments to the licensor; however, the
Court enforced the license because the patent and non-patent

royalties were not inextricably intertwined.
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Glossary

Active inducement: A party can be held liable for
inducing infringement when the party (typically a seller)
has specific intent to encourage another party to infringe

a patent.

Assignment: An instrument in writing, which transfers
a pending application or issued patent and their
corresponding rights from an assignor (i.e., a patent

owner) to an assignee (i.e., a new patent owner).

Best mode requirement: The specification of a patent
application must include (but does not need to
specifically point out) the mode or embodiment of the
invention that the inventor considered to be the best at
the time of filing the application. This rule prevents the

patentee from withholding information from the public.

Business method patent: A method of distribution or
selling something, which falls under the “process”

umbrella of proper subject matter.

Certificate of correction: A way of correcting a patent.

This typically is used for minor typographical errors.

Claims: Make up the legal section of the patent, defining

the scope of protection and coverage of a patent.

Contract theory: Inventors agree to provide full
disclosure of their invention to the public in return for
exclusive rights to the invention. This theory attempts to

solve the public good problem.
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encouraging research, development, and marketing of
new inventions. This theory attempts to solve the public

good problem.

Enablement requirement: The specification of an
invention must describe the invention in sufficient detail
so that a person skilled in the same technical field could
reconstruct and practice the invention without further

inventive effort or excessive experimentation.

Festo Presumption: A narrowing amendment, found
to have been made for a “substantial reason related to

]

patentability,” is then subject to the Festo presumption,
which states that the “patentee has surrendered all
territory between the original claim limitation and the
amended claim limitation.” The Festo presumption may
be overcome by demonstrating “that the alleged
equivalent would have been unforeseeable at the time of
the narrowing amendment, (2) that the rationale
underlying the narrowing amendment bore no more than
a tangential relation to the equivalent in question, (3)
that there was ‘some other reason’ suggesting that the
patentee could not reasonably have been expected to have

described the equivalent.”

First Inventor to File filing system: The system,
valid after March 16, 2013, wherein the first inventor to
file a patent application yields patent rights upon the
issuance of the patent. In this system, the priority date is
assigned to the date the applicant files the patent

application. This contrasts with the old system, the so-



called First to Invent system, wherein the first person to
invent the subject matter yields patent rights upon the

issuance of the patent.

First to Invent filing system: To determine the first
person to invent an invention, one must consider
conception date, the reduction the practice date, and the
subsequent reasonable diligence of the inventor. Under
this system, if a claim of a pending patent application is
rejected by the USPTO as not being novel (under the
previous 35 U.S.C. §102a or §102e statutes) in light of a
particular printed publication, published application, or
issued patent, the inventor has—in certain situations—an
opportunity to overcome the novelty rejection by
providing proof that the invention date of his or her
invention occurred before the invention date of the
printed publication or issued patent. This First to Invent
system now only applies to patent applications filed on or

before March 16, 2013.

Grace period: The 1 year period an inventor has from
the time of an event that creates a statutory bar (e.g.,
public disclosure of their invention) to the date on which
they sacrifice their rights to obtain a patent application

on the invention.

Independent claims: A claim that includes any
number of elements and may include various features or
characteristics of those elements. These elements and

features are known as claim limitations.
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Injunction: A request to force an infringer to stop
making, using, selling, and importing a patented

invention.

Intellectual Property (IP): The umbrella term for the
legal rights that attach to inventions, confidential
information, artistic expression and brands under patent
laws, trade secret laws, copyright laws, and trademark

laws.

Inventor: Anyone who has made an original
contribution to the conception of at least one of the

claims in the patent application.

Joint Development Agreement (JDA): An
agreement between two parties that intend on working
together on future invention. A JDA typically identifies
“background” technologies that are separately owned by

the two companies.

License: A patent owner may provide certain rights of a
patent without transferring ownership of the patent.
However, the patent owner can voluntarily limit the
scope. A license cannot grant the right to make and sell a
product. A license simply includes the right not to be sued

by the patent owner.

Literal infringement: When every element or
limitation recited in the claim appears in the accused

device or method.

Machine or transformation test: A test for proper

subject matter relating to inventions that include a



method or process. Supported by In re Bilski, the test
requires the process to be tied to particular machine to
satisfy the machine prong of the test. The machine must
implement the process and cannot merely be an object
upon which the process operates. The machine also must
provide “meaningful limits on the scope of the claims.” To
satisfy the transformation prong of the test, the process
has to transform a particular article, defined as a physical
object, substance, or electronic data that represents a

physical object or substance.

Non-obviousness requirement: “A patent may not
be obtained... if the differences between the subject
matter sought to be patented and the prior art are such
that the subject matter as a whole would have been
obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject

matter pertains” (35 U.S.C. 103a).

Novelty requirement: To be patentable, an invention
should be new, meaning that the claimed invention has
not been patented, described in a publication, publicly
used, sold, or otherwise available to the public before the
effective filing date. A claim of a patent application fails
the novelty requirement if all of the elements of the claim

were described in a single occurrence of the prior art.

Office Action response: The response submitted by an
applicant amending the claims of a patent application,
presenting an argument against the rejections in the

office action, or both arguing against the rejections and
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amending the claims of the application in response to an
office action from the USPTO.

Office Action: Derived from “an action taken by the
Patent Office.” The office action is the result of the
USPTO’s examination of a patent application. Office
actions typically include several rejections including that
the invention lacks novelty, the invention is an obvious
combination of prior art, and the invention is not
described in the specification in a way that enables
someone to make and use the invention. To overcome
these rejections, the applicant must submit an Office

Action response.

Patent application (“non-provisional”): A patent
application includes a specification with a written
description of the invention and drawings; at least one
claim; a declaration by the inventors that, to the best of
their knowledge, they are the first inventor of the subject

matter; and government fees.

Patent Cooperation Treaty (PCT): An international
process that facilitates the filing of a PCT application and

subsequent patent applications in multiple countries.

Patent Infringement: When a party makes, uses,
offers to sell, sells, or imports an invention covered by a
patent belonging to another patent owner during the
term of the patent without permission of the patent
owner. In order to infringe a claim, the accused device or
method must include every limitation recited in the

claim.



Patentee: The entity that owns a patent and has the
right to prevent others from making, using, selling,

and/or importing their invention.

Patent: The right to exclude others from making, using,
selling, offering for sale, or importing a particular
invention. Any “process, machine, manufacture, or
composition of matter” may be the subject matter of a

patentable invention.

PCT application: A patent application filed through the
PCT process. Like a provisional application, a PCT
application does not result in an issued patent, but rather
provides a priority date for additional patent applications
in multiple countries. The PCT application is an effective
way to delay the costs (including legal, government, and
translation costs) to pursue patent protection in multiple

countries.

Plant patent: The type of patent covering asexually
reproduced plants, reproduced by means other than from

seeds.

Prior art: All information in the United States and in
other countries that has been disclosed to the public in
any form before a given date. This is the information to
which the USPTO compares all patent applications to
determine if the invention described in the application is

novel and non-obvious.

Priority date: The date assigned to a patent upon the

receipt of a provisional application or patent application
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that includes any required drawings, a specification, and,
if in the application is a patent application, at least one
claim. The priority date serves to disqualify prior art that

is first known after the priority date.

Proper subject matter requirement: “Any... process,
machine, manufacture, ... composition of matter, or ...
improvement thereof” (35 U.S.C. 101) is considered

proper subject matter of a patent.

Prosecution history estoppels rule: This prevents
the patent owner from recapturing subject matter that
was disclaimed or relinquished with an amendment of
the claim during the prosecution of the patent.
Prosecution history estoppels applies to amendments that
narrow the literal scope of a claim and are made for a
reason that is substantially related to the patentability of

the claim.

Prosecution: The back and forth process in which the
USPTO sends an office action that rejects the claims and
the applicant sends a response that amends or argues the
claims. This process typically repeats two or three times
before the patent application is allowed or finally

rejected.

Provisional application: a provisional application is a
simpler and cheaper—albeit temporary—way to start the
patent process. Filing a provisional application informs
the patent office that the inventor possessed a particular
invention on a particular date. As long as the inventor

files a patent application within 1 year, the U.S. Patent



Office grants the patent application the priority date of

the provisional application.

Public good: A non-rivalrous and non-excludable good.
This means the consumption of the good by one
individual does not reduce the availability of the good for
the consumption by another individual. Digital media,
such as digital music and movies, is an example of a

public good.

Reexamination: A way of amending a patent
application, generally used when newly discovered prior

art raises an issue of potential unpatentability.

Reissue: A way of amending a patent application,
generally used for defects that make a patent inoperative

or invalid.

Secondary Considerations: The Supreme Court in
Graham v. John Deere Co. stated fhat commercial
success, long-standing problems in the field, and
unexpected properties of an invention can be used to
overcome an obviousness rejection when used to

differentiate the invention from prior art.

Software patents: A method of processing information,
which falls under the “process” umbrella of proper

subject matter

Specification: The written description and drawings
describing the invention. The specification must enable
someone skilled in the art of the invention’s subject

matter to make and use the invention.
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Statutory bars: Also know as timing requirements,
these allow an inventor to describe their invention in a
printed publication, publicly use their invention, and
offer their invention for sale before filing a US patent
application. Statutory bars, however, require the inventor
to file a patent application on the invention within one
year of disclosure (known as the “grace period”) or the
inventor loses all rights to obtain a patent on the

invention.

Teaching, Suggestion, or Motivation Test (TSM
Test): A test attempting to make the non-obviousness
requirement less subjective. The test considers (1)
whether the prior art would have suggested to those of
ordinary skill in the art that they should make the
claimed [invention]; and (2) whether... those of ordinary
skill would have a reasonable expectation of success.” See

In re Vaeck (Fed. Cir. 1991).

Trade dress: The look and feel of packaging of a
product, protected by trademark when it acquires a

secondary meaning or acquires distinctiveness

Trade secret: The right to prevent others from sharing
confidential information that is economically valuable,
neither known to others nor readily ascertainable, and is
maintained as a secret. The term of a trade secret lasts as

long as the trade secret remains confidential.

Trademark: A word, symbol, color, musical phrase, or
other indicator of the origin of particular goods or

services. A registered trademark offers the right to



exclude others from adopting and using a confusingly
similar mark for similar goods or services. The trademark
functions to associate a particular product or service with

a particular reputation or quality.

United States Patent and Trademark Office
(USPTO, PTO, or patent office): A division of the
Department of Commerce responsible for administering
patents and trademarks. It examines patent and
trademark applications, grants patents and registers
trademarks, and maintains a search facility and database

of patents and trademarks.

Utility patent: The most common type of patent
covering any “process, machine, manufacture, or

composition of matter”

Utility requirement: As specified in 35 U.S.C. 101, an

invention must be useful in order to be patentable.

Willful infringement: When an infringer, with actual
notice of another’s patent rights, makes, uses, sells, offers
for sale, or imports a patented invention. Willful
infringement damages may increase up to three times

“the amount found or assessed.”
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